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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION "= ^ 'viuin i ni!>; i-kom 

. Failuretoreplywfthinjhes^orextendedperiodforreplywill.b^^^^ 

Status 

1)13 Responsive to communication(s) filed on 22 November 200? 

2aM This action is FINAL. 2b)n This action Is non-final. 

3) 0 Since this application is in condition for allowance except for fomial matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parfeQoay/e. 1935CD 11 453 0 G 213 
Disposition of Claims > tijo ^lo. 

4) S Claim(s) liZ is/are pending in the application. 
4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) S Claim(s) 7;7 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawlng(s) be held In abeyance. See 37 CFR 1.85(a). 
IDD The proposed drawing correction filed on is: a)^ approved b)^ disapproved by the Examiner. 

If approved, con-ected drawings are required In reply to this Office action. 

12) n The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

1 3) 13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)l3AII b)n Some*c)n None of: 

1 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. 

3. a J^tje ce^^^^^^^ Of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17 2(a)) 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

^) D "^^^^ translation of the foreign language provisional application has been received 

1 5) U Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 

Attachinent(s) 

2! n "I nT"'"" ^) O summary (PTCMI 3) Paper No(s) 

3 n r„?o™T;f r IT"' ^^'''^ 5) ° notice of mformal Patem App I cadoMPTO 15^" ' 

3) U Informabon Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other 
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DETAILED ACTION 
Claim Rejections - 35 (JSC § 103 

1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not .be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1-2, 3-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Toya. See the surfactant in columns 15-17, especially column 17 lines 30-45; column 
19, lines 35-50, and the combination of phthalazine and phthlalic acid in column 7, lines 
23-25. It would have been obvious to the worker of ordinary skill in the art at the time 
the invention was made to use the combination of phthalazine and the phthalic acid to 
pleasing image tone of the material taught therein to provide a material as claimed. 

3. Claims 1-2, 4-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
the combination of Moon and Kirk et al {K\rk). See the surfactant taught in Moon in 
column 21; claim 1 compound formula (III), and examples in column 17-18, and the 
toning agent in column 12 including the phthalazine and phthalic acid using as tone 
modifier and to provide more uniform and pleasing image tone. Kirk in column 1 1 lines 
60-65 discloses a combination of toner including the combination phthalazine and 
phthalic acid. It would have been obvious to the worker of ordinary skill in the art at the 
time the invention was made to use a known tone modifiers including the combination of 
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phthalzine and phthalic acid tone to provide the material of IVIoon with more uniform and 
pleasing tone to provide an invention as claimed. 

4. Claims 3-4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Toya 
or Moon as applied to claims 1-2, 5-7 above, and further in view of Matsumoto et al 
(Matsumoto), and Milton. 

5. Claims 3-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Toya and Moon in view of Matsumoto et al (Matsumoto), Kirk and Milton. The 
polyhalogenate compound in claim 4 and the phosphorous compound in claim 3 has 
been known in Matsumoto, Kirk and Milton as antifoggant for silver halide emulsion. It 
would have obvious to the worker of ordinary skill in the art at the time the invention was 
made to include the antifoggant taught in Matsumoto, Kirk and Milton in the material of 
Toya or Moon to improve its fogging property, and thereby provide the invention as 
claimed. 

Claim Rejections - 35 (JSC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 1-17 are provisionally rejected under 35 U.S.C. 103(a) as being obvious 
over copending Application No. 09/632,000 which has a common assignee with the 
instant application. Based upon the earlier effective U.S. filing date of the copending 
application, it would constitute prior art under 35 U.S.C. 102(e) if published or patented. 
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This provisional rejection under 35 U.S.C. 103(a) is based upon a presumption of future 
publication or patenting of the conflicting application. The surfactant claimed in the 
present invention encompasses the scope of the surfactant of the coending application 
when Z represent anionic group. 

This provisional rejection might be overcome either by a showing under 37 CFR 
1.132 that any invention disclosed but not claimed in the copending application was 
derived from the inventor of this application and is thus not the invention "by another," or 
by a showing of a date of invention for the instant application prior to the effective U.S. 
filing date of the copending application under 37 CFR 1 .131 . For applications filed on or 
after November 29, 1999, this rejection might also be overcome by showing that the 
subject matter of the reference and the claimed invention were, at the time the invention 
was made, owned by the same person or subject to an obligation of assignment to the 
same person. See MPEP § 706.02(l)(1) and § 706.02(l)(2). 

Double Patenting 

8. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 11 
F.3d 1046, 29 USPQ2d2010 (Fed. Cir. 1993); In re Long!, 759 F.2d 887, 225 
USPQ645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
41 8 F.2d 528, 1 63 USPQ 644 (CCPA 1 969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 
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9. Claims 1-7 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-23 of 
copending Application No. 09/632,000 in view of Toya. The invention claimed in the 
copending application encompasses the scope of the surfactant (F) of the claimed 
invention when Z is anionic group and the use of the combination of toners such as a 
combination of phthalazine and the phthalic acid to improve the color tone of the 
photothermographic material has been known and taught in Toya in column 7, lines 
23-34. It would have obvious to use the combination of toners taught in Toya in the 
invention claimed in the copending application to provide the claimed invention. 

This is a provisional obviousness-type double patenting rejection. 

Response to Arguments 

10. Applicant's arguments filed November 22, 2002 have been fully considered but 
they are not persuasive for the reason set forth in the rejection above. The comparative 
results presented in the argument is not persuasive. First, the reducing of white spot 
would have expected from the prior art of record especially Moon. See the reduction of 
spot count disclosed in Moon Table I and Table II in column 20-21. Second, the 
comparatives results is not commensurate with the scope of the claimed invention. The 
combination of toners such as the combination of phthalazine and phthlalic acid has not 
been shown. The unexpected results of the combination of the toners has not been 
established. Third, the unexpected results are based on the CounseFs assertion. 
Counsel's arguments cannot take the place of evidence. In re Greenfield, 571 F. 2d 
1185. 197 USPQ 227 (CCPA 1978). 
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Conclusion 

1 1 Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thorl Chea whose telephone number is (703)308-3498. 
The examiner can normally be reached on M-F (9:30 - 6:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Janet C Baxter can be reached on (703)308-2303. The fax phone numbers 
for the organization where this application or proceeding is assigned are (703)872-9301 
for regular communications and (703)872-9311 for After Final communications. 
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Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703)308- 
0661. 



tchea {^(j^ Tfiorl Chea 

February 7, 2003 Primary Examiner 

Art Unit 1752 




